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Opi ni on by Rogers, Adm nistrative Trademark Judge:

Mar k Twai n Casino, LLC [applicant] has applied to
regi ster MARK TWAIN CASI NO as a mark on the Principal
Regi ster for "casino services" in International C ass 41
and "restaurant and bar services" in International C ass
42. The exam ning attorney has refused registrati on under

Section 2(d) of the Lanham Act, 15 U.S.C. 81052(d), basing

! Darshini Satchi issued the final refusal. Zachary Bello issued
the initial refusal, summarily denied applicant's request for
reconsi deration and filed the appeal brief for the USPTO
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the refusal on the existence of registration no. 2,246,917,
covering MARK TWAI N VACATI ONS for "boat cruises” in
I nternational C ass 39.

The cited registration issued May 25, 1999 and
i ncludes a disclainmer of exclusive rights to the term
"vacations." The refused application includes a claimthat
applicant first used MARK TWAI N CASI NO on February 16, 1995
for casino services, first used the mark on May 22, 2000
for restaurant and bar services, and first used the mark in
commerce for all these services on July 25, 2001. The
application includes a disclainmer of exclusive rights to
the term "casino."

Appl i cant has appeal ed the refusal. Both applicant
and the exam ning attorney have filed briefs. Applicant
did not request an oral argunment on the appeal.

As a prelimnary matter, the exanm ning attorney has
objected to the various itens of evidence attached to
applicant's appeal brief, asserting that "it is apparent
applicant has attenpted to submt additional evidence" with
the brief, contrary to 37 CF.R 88 2.142. In fact, it is
apparent fromour review of the file that the applicant has
not attenpted to submt additional evidence. Rather, the
exhibits attached to the appeal brief are nerely copies of

exhi bits previously, and properly, introduced. Brief
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exhibits AL B and C were originally introduced in
conjunction with applicant's request for reconsideration;
exhibits D, E and F were originally introduced wth
applicant's response to the initial office action refusing
registration. All of applicant's subm ssions have been
consi der ed.

Qur determ nation under Section 2(d) of the question
of |ikelihood of confusion is based on an anal ysis of al
rel evant anal ytical factors for which there is probative
evi dence of record. See In re E 1. du Pont de Nenours and
Co., 476 F.2d 1357, 177 USPQ 563 (CCPA 1973). In the
anal ysis of |ikelihood of confusion presented by this case,
key considerations are the simlarities of the marks and
the rel ated nature of the services, see Federated Foods,
Inc. v. Fort Howard Paper Co., 544 F.2d 1098, 192 USPQ 24
(CCPA 1976), and the likely nmarketing of the services to
the sane class of prospective consuners.

W consider first the marks. Applicant argues that
they are different because one includes the term VACATI ONS
and the other includes the term CASINO thus resulting in
conposite marks that | ook and sound different and have
different comrercial inpressions. W agree that the marks,
considered in their entireties, are not identical in sight

and sound, precisely because the respective third words are
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different.? However, the terms VACATIONS and CASI NO have
been di scl ai mred because they are highly descriptive or
generic and contribute little, if anything, to the source

i dentifying capacity of the involved nmarks.® Consumers will
view the different end words in each mark as sinply
reflecting the different services with which each mark is
used, rather than as significant el enents of conposite

mar ks i ndi cati ng separate sources.?

Because of the use of MARK TWAIN, each mark has a
connotation of that author, his literary works and
quotations. The overall commercial inpressions of the
mar ks differ slightly, because of the respective added
terns, but the simlar connotation of the author is present

in each mark. MARK TWAI N CASI NO has the overall inpression

2 Because applicant seeks to register its mark in typed form we

nmust consider the possibility that it could be displayed in the
sanme style of lettering as registrant's mark, see Phillips

Petroleum Co. v. C. J. Wbb, Inc., 442 F.2d 1376, 170 USPQ 35
(CCPA 1971), which would yield sone degree of visual simlarity,
notwi t hstanding the different third words in each mark.

3 Wile disclained terms are considered in the compari son of

mar ks, and in an appropriate case may contribute to a finding of

no |ikelihood of confusion, disclainmed matter is typically |ess

significant or |ess dom nant than other conponents of tradenarKks.
Tektronix, Inc. v. Daktronics, Inc., 534 F.2d 915, 189 USPQ 693

( CCPA 1976) .

* W note that the specinens of use subnitted by applicant as

evi dence of use of its mark show the name MARK TWAIN in | arger
letters of a different color than the word CASINO. The latter is
smal l er and set forth in the sane color as the words "La G ange,
M ssouri." Such a display de-enphasizes the word CASI NO and
illustrates the domnant role of MARK TWAIN in applicant's mark.
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of a casino naned for a fanbus author fromnear the site of
the casino. MARK TWAI N VACATI ONS has the overal

i npression of vacations that will recall the lifestyle of
the era in which the author |ived and/or of the characters
in the author's literary works.

Overall, we find the marks very simlar for |ikelihood
of confusion purposes. Applicant, however, argues that
each mark should be accorded a |limted scope of protection,
because there are various other "Mark Twain" formative
mar ks on the register. Specifically, applicant argues that
when a search of the register reveals, as in this case, the
regi stration of numerous marks "with...a comon segnment” it
is the other portions of the marks that serve to
di stingui sh one mark fromanother. This is an argunent
that may be raised with respect to marks that are in use;
however, third-party registrations are not evidence that
the marks depicted therein are in use, or are known by the
public. dde Tyme Foods Inc. v. Roundy’s Inc., 961 F.2d
200, 22 USPR2d 1542 (Fed. GCr. 1992). 1In any event, five
of the seven third-party marks are for MARK TWAI N wi t hout
any other term so even if we were to accept that the
public is famliar with them it cannot be that these marks

are distingui shed based on the presence in each of an



Ser No. 76309178

additional, different term® Third-party registrations can,
of course, be used to show that a term which has been
commonl y adopted has significance in a particular industry,
such that the scope of protection of the cited mark does
not extend to prevent the registration of another mark
sinply because it also includes that elenent. However, the
goods and services in the third-party registrations
submtted by applicant are so different fromthose at issue
herein that we cannot say that MARK TWAIN has a particul ar
significance in the vacation or entertai nment industry.?®
Accordingly, we do not find it appropriate to limt the
scope of protection to be accorded the mark in the cited
regi stration nmerely because of the other "Mark Twai n" marks
appl i cant has referenced.

We turn now to the services of applicant and
registrant. The exanm ning attorney has put in the record
copies of information--retrieved fromthe USPTO s data base

of registered marks--regardi ng approximately 65 third-party

°> Moreover, of the two registered marks that actually have
another termone includes a disclainmer of "Mark Twain," so the
registration for that mark does not support applicant's argunent.

® Discounting the registered mark that includes a disclainmer of
"Mark Twain," the other six marks are registered for the
foll ow ng di verse goods and services: a train; various clothing
itens (two registrations, having the sane owner); fresh citrus
fruits; a series of nusical sound recordings; and banking

servi ces.
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registrations; and this infornmati on shows marks havi ng been
regi stered for cruise services on the one hand and casi no
services and/or bar and restaurant services on the other.’
This Board has often stated that third-party registrations
whi ch individually cover a nunber of different itens and
whi ch are based on use in comrerce serve to suggest that
the listed goods and/or services are of a type that may
emanate froma single source. See In re Al bert Trostel &
Sons Co., 29 USP@d 1783 (TTAB 1993). The exam ni ng
attorney has also put into the record reprints of sonme web
pages downl oaded fromthe Wrld Wde Wb and whi ch show
cruise ship lines featuring gam ng and di ni ng.

Applicant has attenpted to differentiate the services
by noting that its casino and bar/restaurant services are
not offered on a ship. Applicant has al so argued, relying
on a reprint of a web page apparently posted on the Wrld
Wde Wb by the owner of the cited registration, that
registrant "is not a major cruise line offering casino
services" and offers only vacation steanboat cruises. This
web page includes a description of registrant's MARK TWAI N

VACATIONS as a cruise that will take the passenger to

" The terns used in the various identifications have sonme

vari ation, but we see no appreciable difference between, for
exanpl e, "food and beverage services" and "restaurant and bar
services" when both are clearly services offered on cruise ships.
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Hanni bal , M ssouri, to tour Mark Twain's boyhood hone and
participate in other "Tom Sawyer Days" events.
Notwi t hst andi ng t hat applicant does not offer its
casi no and bar/restaurant services on a cruise ship, there
is norestrictioninits identification of services to
| and- based services, and so we nust consider applicant's
identification to enconpass services rendered both on | and
and on cruise ships. In re Dixie Restaurants, 105 F.3d
1405, 41 USP2d 1531, 1534 (Fed. G r. 1997)(“Indeed, the
second DuPont factor expressly mandates consi deration of
the simlarity or dissimlarity of the services as
described in an application or registration”). Moreover, a
news article entered into the record by applicant reveals
that applicant's facility is a "riverboat-style casino" and
"floats in an artificial basin of Mssissippi Rver water."
The sane article also reveals that the casino is sited
"about 35 mles north of Mark Twain's honet own of
Hanni bal ," i.e., about 35 mles fromwhere registrant's
MARK TWAI N VACATI ONS crui se passengers wi |l disenbark. It
is reasonable to assune that applicant, in advertising its
casino, would focus at |east sonme of its efforts on a known
tourist destination within a half-hour's drive, i.e.
Hanni bal. There is nothing in the record to suggest that

appl i cant woul d eschew pronoting its casino in Hannibal.
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In fact, applicant has entered into the record a reprint of

a web page posted July 26, 2001 by The Hanni bal Courier

Post (www. hanni bal . net/stories/ 072601/ com 0726010003. shtm )
whi ch reports on applicant's receipt of its license to
operate a casi no.

Even if we were to discount the possibility of
appl i cant soneday offering its casino and bar/restaurant
services on an actual cruise ship rather than a ship-Iike
facility in a basin of Mssissippi R ver water, and even
wi t hout considering whether operating a casino on one of
its cruise ships would be within the natural zone of
expansi on for registrant, we find that confusion anong
prospective custonmers for applicant and registrant's
services is likely. There are no restrictions in the
identifications on classes of consuners and the invol ved
services are all likely to be advertised generally to
vacati oners.

It is sufficient support for a finding of likelihood
of confusion that the respective services of the parties
are related in sone manner, and/or that the conditions and
activities surrounding the marketing of the services are
such that they would or could be encountered by the sane
per sons under circunstances that coul d, because of the

simlarity of the marks, give rise to the m staken belief
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that they originate fromthe sane source or sponsor. Inre
Qous One Inc., 60 USPQ2d 1812 (TTAB 2001). That is,
I'i kel i hood of confusion may exist even if the parties are
not direct conpetitors, and the rights of the owner of a
mark extend to any services that potential purchasers m ght
think are related or emanate fromthe sane source. Inre
Martin's Fanous Pastry Shoppe, Inc., 748 F.2d 1565, 223
USPQ 1289 (Fed. Cir. 1984).

G ven that the marks each possess the connotation of
t he author Mark Twain, the related nature of the services,
and the overlap between prospective patrons for the
respective services, we find that there exists a |ikelihood
of confusion, m stake or deception. Finally, if we had any
doubt on the issue, we would have to resolve that doubt in
favor of the registrant. Kenner Parker Toys v. Rose Art
| ndustries, 963 F.2d 350, 22 USPQ2d 1453, 1458 (Fed. GCir
1992) .

Deci sion: The refusal of registration under Section

2(d) of the Lanham Act is affirnmed.
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